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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name ZS Associates, Inc.

Granted to Date 05/01/2013

of previous

extension

Address 1800 Sherman Avenue
Evanston, IL 60201
UNITED STATES

Attorney Christine B. Redfield

information K&L Gates LLP
925 4th Ave. Ste. 2900
Seattle, WA 98104-1158
UNITED STATES
pltrademarks@klgates.com, christine.redfield@klgates.com
Phone:650-798-6705

Applicant Information

Application No 85205380 Publication date 01/01/2013
Opposition Filing 04/30/2013 Opposition 05/01/2013
Date Period Ends

Applicant

Javelin Corporate Development Partners Inc.
25 King Street West, Suite 2900

Toronto, Ontario, M5L1G3

CANADA

Goods/Services Affected by Opposition

Class 035.

All goods and services in the class are opposed, namely: Providing corporate business development
and general business management consulting services to private and public companies in the
mining, metals, natural resources and agriculture industries; providing investor relations services,
namely, business consulting services in the field of investor relations to private and public companies
in the mining, metals, natural resources and agriculture industries

Class 036.

All goods and services in the class are opposed, namely: Providing investor relations services,
namely, financial consulting services in the field of investor relations to private and public companies
in the mining, metals, natural resources and agriculture industries

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition



http://estta.uspto.gov

U.S. Registration | 3818900 Application Date 03/12/2008
No.

Registration Date | 07/13/2010 Foreign Priority NONE
Date

Word Mark JAVELIN

Design Mark

Description of NONE

Mark

Goods/Services Class 009. First use: First Use: 2008/04/28 First Use In Commerce: 2008/04/28

Computer software for management consulting, sales and marketing consulting,
capability building and outsourcing

Attachments Opposition.PDF ( 10 pages )(507707 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Christine B. Redfield/
Name Christine B. Redfield
Date 04/30/2013




IN.-UNITED STATES PATENT AND TRADEMARK QFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD!
In re Trademark Serial No.; 85/205,380

Published in the Official Gazette on January 1, 2013
‘Mark: JAVELIN PARTN & Desi

ZS ASSOCIATES, INC. Oppusition No.
Opposer,
VS

JAVELIN CORPORATE DEVELOPMENT
PARTNERS, INC

Applicant,

NOTICE OF OPPOSITION

Z8 Associates, Inc., an Illinois corporation located at 1800 Sherman Avenue, Evanston,
Ulinois 60201 (“Opposer”) believes it will be damaged by registration of the JAVELIN
PARTNERS & Desig

Cotporate Developimetit Partners, Inc. (“Applicant”) and hereby opposes its registration pursuant
to ‘15-%‘\U;;S..~C‘.‘;§’j§ 1051 et seq., including specifically 15 U.8.C: § 1063.

This opposition has been timely filed. As grounds for its opposition, Opposer alleges as follows:
1. Oninformation and belief, Applicant is a Canadian corporation with its principal place of

business located at 25 King Street West, Suite 2900, Toronto, Oritario, CANADA MSL1G3,
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2. Asillustrated in Application Serial No. $5/205,380, Applicant seeks to registet its
JAVELIN PARTNERS & Design mark in connection with the following services:

“medlng corporate business development and general business management consulting
services to ptivate and public companies in the mining, metals, natural resources and
‘agnculture industries; providmg investor relations services, namely, business consultmgy
services in the field of investor relations to private and public companies in fhe mining,
metalls, natural resources and agriculture industries” in Intetnational Class 35; and

“‘Prowdmg investor telations services, natnely, finaneial consultmg services in the field
of investor relations to private and public companies in the mining, metals, natural
resources and agriculture industries;” in Intenational Class 36,

3, Applicant filed its application to register the JAVELIN PARTNERS & Design mark on

December 23, 2010, based on Section 1(b) of the Trademark Act.

4. Since at least.1983, Opposer has provided management consulting services. Over the
years, Qpp‘os‘“el;‘has built a large and successful international business and reputation as a global
management consulting firm specializing in sales: and marketing consulting, capability building,
and: qmsguicin‘g‘ -Opposer is currently one of the world’s largest business service firms, and'a
market leader in the provision of sales:and marketing consulting services.

5. Since at least as early as April 28, 2008, Opposer has used and continues to use its
TAVELIN® trademark in connection with a suite of software programs. The “Javelin® software
is a market-léading SaaS platform ﬁatf‘aﬂo:wg marketing executives to manage and implement

strategies for sales incentives, call plannmg, promouons, forecasting, outscmrcmg and account

management The J AVELIN ® tmdemark is arbitrary as applied to the goods: and services:

provided by Qpposer under the trademark and is therefore clearly inherently distinetive.
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6. Opposer has prominently and extensively used, promoted, and advertised its products
bearing the JAVELIN® trademark. ‘Opposer has expended considerable money and effort in
promoting and advertising its goods underﬂJeJAVELIN® trademark to reach ourrent and
prospective customers, including via its website located at www.zsassociates.com.

7. Noissueof priority exists with respect to Opposer’s first use date of its registered
JAVELIN® trademark and the Applicant’s JAVELIN PARTNERS & Design inark application.
‘Opposer’s JAVELIN® trademark has been in continuous use:in commeree sirice at least as early
as April 28, 2008, well before the December 23, 2010 filing date of applicant’s intent to use
application for the JAVELIN PARTNERS & Design mark, The JAVELIN® registration issued
on July 13, 2010 under U.S. registration no. 3,818,900 for “computer software for management
cotisulting, sales and "marketihg consulting, capability building and outsourcing,” i International
Class ;9;,‘Eind‘*“i‘;‘S»nﬁw‘fihwﬂtwable‘.: A true and correct copy of Opposer’s registration certificate is
attached hereto as Exhibit A.

8. Today, Opposer’s JAVELIN® trademark is highly recognized by the general corsuming

public of the United States, The JAVE

IN® trademark is & valuable mark within the Saa$
industry, particularly in'connection with softwate programs for use in contiection with business

and managenient consulting services, Asa result of Opposer’s use and promotion of its goods

rtradernark, consumets have cometo
recognize the JAVELIN® trademarleas a symbol of the goodwill inherent in the products and
services bearing the JAVELIN® trademark; and further, to solely associate the JAVELIN®

teadetmark with the Opposerand its high quality goods and services.
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9. Applicant’s proposed mark is cleatly confusingly-similatto the JAVELIN® tradeinatk
because it is similar in'appearance, meaning, and overall impression pursuant to 15 U.8.C. §
1052(d). M

10, Firstly, Applicant’s JAVELIN PARTNERS & Design mark contains the identical
element “JAVELIN™ within the mark. .As this tetm is entirely arbitraty when applied to the
services Sought to be covered by the Applicant, it is clear that it is inténded to be the most
distinctive element of the traderark. Given the élement’s distinctiveness in the context of both
the JAVELIN PARTNERS & Design mark and the JAVELIN® tradematk, it is clear that this
Qverlaps.‘cmates a high likelihood of confusion between the marks.

11. Eﬁniflier,‘i’fone considers the depictiot of the JAVELIN PARTNERS & Desijn mark
provided. in the'speciinen to Applicant’s trademark application, it is clear that the silliouetts of'a
person's head and extended arm holding an arrow, is intended to be viewed as otie element and
the words “JAVELIN PARTERS” are to be read together as a separate second element. Ifa
mark comprises both wording and a design, then greater weight is toieb.e*:accmfdc:d to the wording
because it is the wording that purchasets would use to refer to or request the goods or services:
(Trademark Manual of Examining Pracedure at 1207.01(c)(ii)), The design eletnent in the

proposed trademark therefore adds little to considerations of confusing similarity between the

esign mark and the JAVELIN® trademiark. -Further, if anything; its
presence servesmerely to highlight the fact that the: dominant portion of the mark is intended to-
be “IAVELINP RTNERS.”
12 Ifonethen considers the dominant pottion of both matks, it is clear that thereis ahigh
degree of confusing visual and phonetic similarity between “JAVELIN PARTNERS™ and
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“JAVELIN,” rendering the JAVELIN PARTNERS & Design mark as a whole confusingly
similar to the JAVELIN® trademark. |

13.  Inaddition, the Applicant states that it intends to use JAVELIN PARTNERS & Design
méfk{“‘@onnﬂcﬁfon with “Providing corporate business development and general business
management consulting services to private and public companies in the mining, metals, natural
resoutces and agriculture industries; providing investor relations services; namiely, business
‘consulting services in the field of investor relations to private and public comparies if the
mining, metals, natural resources and agriculture industries” in International Class 35, Thereis a
clear-overlap between the “corporate business development and general business management
‘consulting services... [and].. business consulting services in the field of investor rélations” that
Applicant proposes to provide undet its JAVELIN PARTNERS & Design tark and the
incontestable rights Opposer enjoys in providing “fanagsraent consulting, sales and masketing
consulting; capability building and outsourcing” software under or by reference to its
JAVELIN® trademark, Further, as a result of Opposer’s long history of continuous use of the
JAVELIN® trademark in.connection with its business and management consulting services
software programs, consumets are likely to believe that Applicant’s JAVELIN PARTNERS &

Design mark is associated with the goods and services provided by'the Opposer in connection

with its JAVELIN® trademath
14.. Thirdly, due to the considerable overlaps in trade channels that are; or will be, used by
both the Applicant and the Opposer, prospective purchasers and others are likely to be confused
as to whether Applicant’sigoods and services'sold under the JAVELIN PARNTERS & Design
matk emanate from and/or are in some way affiliated with, or sponsored orapproved by
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Opposer, or are otherwise related to the Opposer and/or to Opposer’s goods and services, thereby
‘damaging Opposer.

15.  Finally, given the overwhelming goodwill and public recognition arising from the
association of the JAVELIN® trademark with:the Opposer, consumers are likely to believe that
the/Opposer has licensed, approved, or oth‘eﬁwi;scauthqfized Applicant’s use of the JAVELIN
'PARTNERS & Design mark, when it in fact has not;

16,  The maturation of Applicant's application into registration will caise a likelitood of
‘confusion, mistake, or deception with respect to the source or origin of Applicant’s goods. There
is-a strong likelihood that consumers will erroneously believe that Applicant’s goods are licensed
by or associated with the Opposer.

17.  Pursuantto 15 U.8.C. § 1063(a), Opposerwill clearly be damaged by registration of
Applicant’'s proposed mark, which would grant Applicant a prima fucie exclusive right to use the
proposed mafl‘l;,*despite“i()“pposer?s priority over Applicant and the likelihood of confusion,
dilution, and injury to Opposer’s goodwill that will be caused by Applicant’s mark.

18. Insummary, registration of the JAVELIN PARTNERS & Design mark would be
incorreet and improper in view:of the requitements of the Trademark Act of 1946, as amended,

including specifically but not limited to the provisions'of 15 U.S.C: §§ 1051 ef seq.

EREFORE; Opposer respectfully requests that this Opposition be sustained, and that
registration: to Apphcant for JAVELIN PARTNERS & Design in Application Serial No.
85/205,380.0f the services identified in International Classes:35'and 36 be denied.
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Opposer stibmits this Notice of Opposition via the e-filing procedure of the Trademark
Trigl and Appeal Board, and hereby authorizes the Board to debit Deposit Account No. 503229
of K&L Gates LLP for the appropriate filing fee of $600.00, Please direct all notices; pleadinigs,
correspondence, and other papers in this matter to the undersigned counsel for the Opposer.
Respgctful]y *Submitt‘eﬁ,

K&L GATES LLP

Dated: April 30,2013 By_ K
ChnstlneB Red 1eld
K&L Gates LLP

630 Hansen Way

Attorneys for O}gposar
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I hereby certify that a true copy of the foregoing Notice of Opposition has been properly
served via U.S. mail on the following correspondent for Applicant on ‘this 30th day of April,
2013,

Andrea L. Calvaruso

Attorney for the Applicant
Kelley Dryev‘a& Warren, LLP

New Ymk, NY 10178-0002

Alice Schermer
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EXHIBIT A



JAVELIN

Reg: No. 3,818,900 za ASSOCIATES, INC, (LLINOLS CORPORATION):
00 SHERMAN AVENUE
Reglsl:ered July 13,2010 EVANMON t60201

Int. CL:9 FOR),

OZP\AP'(H'ER SOFTWME FORMANAGEMENT. CONSULTING, SALES AND MAR-
Efélo), UI&EI[:TID CAPABILITY BUILDING AND OUTSOURCING; INCLASS 9(US,
/20,31 3%

FIRST USE 4«28—200& INCOMMERGCE 4—2&-200&

TRADEMARK:
PRINCIPAL REGISTER

gmac*ms WITHOUT CLAIM TO ANY PAR-

SN 77419,919, FILED 3-12-2008,
KYLEPEETE, EXAMINING ATTORNEY
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